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Disposition of Claims 

4) ^ Claim(s) ±A is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 
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Detail Action 

35 USC 101 - Claim Rejection 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. In claims 3 regarding "A program for correcting", a " program" is being recited; 
however, computer program would reasonably be interpreted by one of ordinary skill in 
the art as software, per se. This subject matter is not limited to that which falls within a 
statutory category of invention because it is limited to a process, machine, manufacture, 
or a composition of matter. Software is a function descriptive material and a function 
descriptive material is non-statutory subject matter. 

Examiner suggests that the applicant replace "a program" with - computer 
readable media with computer executable instructions --. 

3. Claim 1 is rejected under 35 U.S.C. 101 as not falling within one of the four 
statutory categories of invention. While the claims recite a series of steps or acts to be 
performed, a statutory "process" under 35 U.S.C. 101 must (1) be tied to another 
statutory category (such as a particular apparatus), or (2) transform underlying subject 
matter (such as an article or material) to a different state or thing (Reference the May 
15, 2008 memorandum issued by Deputy Commissioner for Patent Examining Policy, 
John J. Love, titled "Clarification of 'Processes' under 35 U.S.C. 101"). The instant 
claims neither transform underlying subject matter nor positively tie to another statutory 
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category that accomplishes the claimed method steps, and therefore do not qualify as a 
statutory process. 

35 USC 103 - Claim Rejection 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 and 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Magome et al (US Patent Number 5,489,986) in view of Nishi (US Patent Number 
5,243,195). 

(1) Regarding claims 1 and 3-4: 
Magome et al teaches: 

A method of correcting shifts in position (figure 1 part 5 discloses 
correction of position by means of X, Y and Z stage) and attitude of an object 
(figure 1 part 4 disclose the object is place) which is held by a holding 
member (figure 1 part 5 disclose the stage that hold the member) and to 
which fiducial mark 1 and fiducial mark 2 (figure 9 discloses FM mark) are 
applied, said method comprising the steps of: 

obtaining a position data (figure 1, column 17 discloses detecting 
relevant position in the horizontal plane in the x, y and rotating direction) of 
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the fiducial mark 1 (figure 9 discloses FM mark) by image-processing the 
fiducial mark 1 (figure 9, column 25-26); 

rotating (column 17 lines 1-30 discloses drive motor in direction and z 
direction, where all three direction is rotation) the holding member (figure 1 
part 4 is the holding member) holding the object (figure 1 part 4) to be held 
substantially by 180 degrees (figure 1 part 5 discloses a stage that is able to 
move and rotate in the x, y and z direction such that rotation in 180 degree 
is possible. Although, the exact 180 degree is not express, this is a range 
that is able to be obtaining by this device. Also having the exact 180 degree 
is not needed since correction of position can vary and change and having 
a stage that can perform all angles give the user and device better range of 
movement for better alignment.) in a horizontal plane (figure 1, column 17 
discloses detecting relevant position in the horizontal plane in the x, y and 
rotating direction); 

obtaining a position data (figure 1, column 17 discloses detecting 
relevant position in the horizontal plane in the x, y and rotating direction) of 
the fiducial mark 2 by image-processing the fiducial mark 2 (figure 9 discloses 
FM mark) rotated by 180 degrees (figure 1 part 5 discloses a stage that is 
able to move and rotate in the x, y and z direction such that rotation in 180 
degree is possible. Although, the exact 180 degree is not express, this is a 
range that is able to be obtaining by this device. Also having the exact 180 
degree is not needed since correction of position can vary and change and 
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having a stage that can perform all angle give the user and device better 
range of movement for better alignment); and 

operating, on the basis of the position data (figure 1, column 17 
discloses detecting relevant position in the horizontal plane in the x, y and 
rotating direction) of the fiducial mark 1 and the fiducial mark 2 (figure 9) 
rotated by 180 degrees (figure 1 part 5 discloses a stage that is able to move 
and rotate in the x, y and z direction such that rotation in 180 degree is 
possible. Although, the exact 180 degree is not express, this is a range that 
is able to be obtaining by this device. Also having the exact 180 degree is 
not needed since correction of position can vary and change and having a 
stage that can perform all angle give the user and device better range of 
movement for better alignment), an amount of position shift (column 1 lines 
35-40 discloses alignment steps of detecting both the mark and the mark 
on the wafer, determining shift or deviation in the relative position between 
the tw2o marks as to correct the shift) from a rotational center (column 17 
lines 1-30 discloses drive motor in direction and z direction, where all three 
direction is rotation) of the holding member (figure 1 part 4) to a center of the 
object (figure 1 part 4 and 5) to be held and an amount of angle shift (column 
17 lines 1-35) of the object (figure 1 part 4) in a horizontal plane (figure 1, 
column 17 discloses detecting relevant position in the horizontal plane in 
the x, y and rotating direction) with respect to a fiducial line (figure 9) of the 
holding member (figure 1 part 4). 



Application/Control Number: 10/525,751 Page 6 

Art Unit: 2624 

Magome et al does not teach where there are two fiducial marks. 

However, Nishi, in the field of apparatus alignment of exposure apparatus 
in the x and y direction for measuring position of stage with fiducial marks, 
discloses in figure 2 where there are two fiducial marks. 

It would have been obvious to one skill in the art at the time of the 
invention to employ Nishi teachings to Magome et al regarding the use of 
marking for proper and accuracy alignment. 

The motivation to combine regarding more fiducial marks means better 
and accuracy alignment and positioning of the object of interest for analysis. 



6. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Magome 
et al (US Patent Number 5,489,986) and Nishi (US Patent Number 5,243,195) in view of 
Kocher (US 2003/0228697 A1). 

(1) Regarding claim 2: 

Magome et al and Nishi teaches regarding to alignment by means of 
fiducial marks. 

Magome et al and Nishi does not teach where the head is of a DNA micro- 
array preparing apparatus. 

However, Kocher teaches DNA (paragraph 0003 discloses DNA micro- 
array) micro-array preparing apparatus (abstract discloses apparatus 
calibration micro-array). 
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The motivation to combine regarding proper alignment of DNA micro-array 
preparing apparatus with fiducial marks such that proper preparation of the array 
would not be wrong and contamination would not occur. 

It would have been obvious to one skill in the art at the time of the 
invention to employ Kocher's teachings to Magome et al regarding the use of 
DNA micro-array. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tsung-Yin Tsai whose telephone number is (571) 270- 
1671 . The examiner can normally be reached on Monday - Friday 8 am - 5 pm ESP. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jingge Wu can be reached on (571)272-7429. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Jingge Wu/ 

Supervisory Patent Examiner, Art Unit 2624 
/Tsung-Yin Tsai/ 
Examiner, Art Unit 2624 
October 21, 2008 



